The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 1 through 21.

Representative clainms 1 and 12 are reproduced bel ow

1. A paint conposition conprising:

(a) fromabout 30 w.%to about 70 wt.% based upon the
wei ght of said paint conposition, of a binder conponent,

wherei n said bi nder conponent conprises at |east about 35
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wt.% based on the total weight of said binder conponent, of a
pol yvi nyl i dene fluoride polynmer having a nelt viscosity of at

| east 40 kPoise, and fromO wt.%to about 65 w.% based on
the total weight of the binder conponent, of a polyner

conpati ble with polyvinylidene fluoride;

(b) fromabout 30 wt.%to about 70 wt.% based on the
wei ght of said paint conposition, of a solvent conponent; and

(c) a pignent, wherein said pignent is present in said
conposition at a pignent-to-binder weight ratio of fromO to
about 0. 8.

12. A coated substrate, said substrate including at
| east one surface, wherein at |east one surface of said
substrate is coated wwth a paint including at |east 35 wt. % of
a polyvinylidene fluoride polyner having a nelt viscosity of
at | east 40 kPoi se.

The sol e reference now relied upon by the exam ner is:
Bacque et al. (Bacque) 5, 095, 081 Mar. 10,
1992

The appeal ed clains stand rejected 35 U.S.C. § 103 as
unpat ent abl e over Bacque.

We do not sustain the stated rejection.

The subject matter on appeal is directed to a paint

conposition conprising, inter alia, a binder conponent of a

pol yvi nyl i dene fluoride (PVDF) polynmer having a nmelt viscosity
of at |least 40 kPoise. Appellants’ conposition finds

particular utility as an exterior use |ow gloss paint. Low
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gloss paints find particular utility as exterior paints for
airport buildings such as airport termnals, airplane hangars,
airport gates, and air freight buildings; bus term nals;
railroad stations and termnals; railroad crossing signals;
rail road block signals; railroad sw tches; bridges;
residential and industrial roofing; street light and traffic
i ght support structures. See the specification at page 6,
second full paragraph.

Appel l ants explain in their specification at page 1 that
present prior art comrercial polyvinylidene fluoride-
cont ai ning paints provide coatings with a 60E gl oss of 30
(ASTM Desi gnation D523-89) using a standard pignmented base
formul a, such as a blue base fornula, after coating
devel opnent. Appellants further acknow edge that a PVDF paint
or coating which includes a flatting agent such as funed
silicais currently available which effects a reduced gl oss,
but di savant ageously provi des reduced weatherability
properties. Apparently, in further referring to such prior
art PVDF resins, appellants report that such resins “for use

i n mai ntenance-free paints” have a nelt viscosity of from
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about 29 kPoise to about 33 kPoise. See the specification at

page 2, third full paragraph. Appellants’ invention is said
to be based on the finding that when one pol yneri zes
vinylidene fluoride such that the resulting PVDF pol yner has a

melt viscosity of at |east 40 kPoise, and formul ates a paint

i ncl udi ng

such polymer, “such paint has a reduced gl oss while being easy
to apply and retai ning weatherability.” Again, see the third
full paragraph of page 2 of the specification.

As shown in figure 1 of the application, appellants
denonstrate that the gl oss of a PVDF coating decreases quickly

with increasing nelt viscosity when the nelt viscosity is

bel ow 35 kPoi se. The gloss reduction rate decreases when the
melt viscosity exceeds 35 kPoise. As reported in the
specification at the bottomof page 9, if |Iow gloss at 60E is
defined arbitrarily to be 15 or lower, the nelt viscosity of
the PVDF resin should be at |east 48 kPoise. To obtain a PVDF

pai nt having a gloss of 10 or lower, the resin should have a
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melt viscosity of at |east 54 kPoise. Thus, by defining their
PVDF pol yner conponent as having a nelt viscosity of at |east
40 kPoi se, appellants have inherently defined the conposition
as a |l ow gl oss paint.

In finding the herein clained invention obvious over the
t eachi ngs of Bacque, the exam ner states in his answer at
pages 4 and 5 that this prior art reference relates to a
process for manufacturing vinylidene fluoride polynmers and to
the use of these polyners in paints. A typical paint
formul ation disclosed in the prior art Bacque reference at
colum 4, lines 1-10 is conprised of a PVDF polyner, an
acrylic resin, a pignent, a solvent and an ani oni c surfactant.
The exam ner further asserts that the disclosed anmounts of
resin, pignment and sol vents enconpass those that are instantly
clainmed and the exam ner contends that it would have been
obvious to one of ordinary skill in this art to sinply follow
t he teachi ngs of Bacque to arrive at the clained invention.
The exam ner further points out that since the clains on
appeal do not expressly specify a gloss value, it is

immterial that Bacque’s primary purpose is to produce a paint
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having a hi gh gl oss.

Wth respect to the key limtation in appellants’ clains
requiring the specified high nelt viscosity for the PVDF
pol ymer conponent of appellants’ paints, the exam ner states
t hat appel |l ants have not established the criticality of that
l[imtation regarding nelt viscosity. The exam ner further
states that he assunes that the conposition of Bacque
satisfies the limtation of nelt viscosity because it has not
been di sproved by appellants. Further, the exam ner’s
assunption above is apparently based on his “feeling” that
exanple 4 (a control exanple of Bacque which appears at col unm
4, line 58), possesses a nelt viscosity corresponding to the
clainmed nelt viscosity because this exanple is said to provide
a lowgloss paint. This exanple, however, reports a 60E gl oss
val ue of 48, a value substantially higher than the | ow gl oss
val ues produced by appellants’ paints which have been
arbitrarily defined to be 15 or |ower. Based on appellants’
Figure 1 graph, the exanple 4 paint of Bacque having a gl oss
val ue at 60E of 48 would appear to have a nelt viscosity of

| ess then 30 kPoise. In short, this exanple would appear to
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be representative of what appellants have referred to as prior
art or current PVDF resins used in maintenance-free paints

whi ch have a nelt viscosity from about 29 kPoi se to about 33
kPoi se. Again, see the specification at page 2, third ful

par agr aph.

Wth respect to the exam ner’s contention that the manner
in which Bacque’s exanple 4 PVDF polynmer is nade is simlar to
the way appellants’ PVDF polyner is made, we note the
followi ng. Based on the disclosures in Bacque at columm 1
line 23 through line 60, it is apparent that Bacque’'s exanple
4 is made by a prior art process of polynerizing vinylidene
fluoride nmononmer in an aqueous nediumin the absence of an
enul sifying agent, and with the use of peroxydi sul phates as
initiators, and in the absence of chain control agents. On
the other hand, as evident from appellants’ specification at
pages 4 and 5, appellants formthe herein clained
pol yvi nyl i dene fluoride polynmers by an enul sion pol yneri zation
process which enploys a fluorosurfactant, i.e., an enulsifier,
with an initiator such as di-t-butyl peroxide. Accordingly,

there are substantial differences between the way appellants
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formtheir desired high nelt viscosity PVDF resin conponent
and the manner in which the exanple 4 PVDF resin conponent of
the prior art is forned.

Finally, the exam ner argues that the prior art reference
to Bacque “seens to associate” high nol ecul ar weight “i.e.,
high nelt viscosity” with low gloss with respect to a PVDF
pol ymer conponent in a paint. Accordi ngly, the exam ner
argues that once this relationship is known, it is a matter of
optim zation to one of ordinary skill in the art to obtain a
pol ymer having appellants’ clainmed nmelt viscosity “coupled
with a desired gloss.” It is our view, however, that the
exam ner has failed to neet his burden of denonstrating that
the lowgloss paints referred to in the Bacque reference at
colum 1, lines 23 through 41, are equivalent to the |ow gl oss
pai nts described in appellants’ specification. As we have
poi nt ed out above, exanple 4 of Bacque which is apparently
made by the process disclosed at colum 1, lines 23 through 41
has a reported gl oss at 60E of 48 percent. Again, this is a
val ue substantially higher than the gl oss val ues produced by

appel l ants’ paints. Under the circunstances of this case, we
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find that the exam ner has provi ded an inadequate factual
basis to support a reasonable belief that the clainmed nelt

vi scosity value for appellants’ PVDF resin conmponent in
appellants’ paints is an inherent characteristic of the prior

art paints. Conpare In re Best, 562 F.2d 1252, 1555, 195 USPQ

430, 433 (CCPA 1977). Accordingly, the examner’s stated
rejection of the appeal ed cl ai ns cannot be sust ai ned.
The decision of the exam ner is reversed.

REVERSED

JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHARLES F. WARREN )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
CATHERI NE TI WM )
Adm ni strative Patent Judge )
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